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Arranging of tours; reservation and booking of travel tickets; - 39 m»oa .x
information, advice and consultancy regarding the aforesaid services, also related
to destination issues; the aforesaid services, also provided by travel agents, tour

.operators and tourist agencies; the aforesaid services also provided electronically

Hotel reservation services; reservation of holiday accommodations, - 43 »voa .2
also in resort areas; providing information about hotels, holiday accommodations
and resorts (accommodations), whether or not based on the valuation of
customers; information, advice and consultancy relating to the aforesaid services;

.the aforesaid services also provided electronically
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"A generic term cannot function as an indicator of the source of a
product, and thus as a trademark, because the relevant public
understands the term primarily as the common name for the product.
In re Dial-A-Mattress, 240 F.3d 1341, 1344 (Fed. Cir. 2001). This
court’s test for genericness has two parts: first, the court determines the
genus of goods or services at issue, and second, the court determines
whether the term sought to be registered is understood by the relevant

public “primarily to refer to that genus of goods or services.”
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Advertise.com, Inc. v. AOL Adver., Inc., 616 F.3d 974, 978-979 (9th Cir. Swnb
:Cal. 2010)

"There is extensive Federal Circuit precedent in support of our
conclusion that the combination of ".com™ and ""advertising"* does not
result in a descriptive mark. The Federal Circuit has repeatedly
affirmed the Trademark Trial and Appeal Board's (""TTAB") findings
that marks similar to ADVERTISING.COM are generic. See In re
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Hotels.com, 573 F.3d 1300, 1304 (Fed. Cir. 2009) (HOTELS.COM);
[*979] In re 1800MATTRESS.COM IP, LLC, 586 F.3d 1359, 1361-62
(Fed. Cir. 2009) (MATTRESS.COM); In re Reed Elsevier Props. Inc.,
482 F.3d 1376, 1378 [***1314] (Fed. Cir. 2007) (LAW-YERS.COM).
n3 The Federal Circuit has been explicit that HN9adding '*.com™ or
another TLD to an otherwise unprotectable term will only in rare
circumstances result in a distinctive composite. See In re
Steelbuilding.com, 415 F.3d 1293, 1297 (Fed. Cir. 2005) (**Only in rare
instances will the addition of a TLD indicator to a descriptive term
operate to [**11] create a distinctive mark.”); In re Oppedahl &
Larson LLP, 373 F.3d at 1174-76. This position comports with existing
Ninth Circuit law explaining that, in the context of likelihood of
confusion, the addition of ".com™ to a mark generally does not
strengthen the mark. See Brookfield Commc'ns. v. W. Coast Entm't
Corp., 174 F.3d 1036, 1055 (9th Cir. 1999).
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""To allow trademark protection for generic terms, . . . even when [they]
have become identified with a first user, would grant the owner of the
mark a monopoly, since a competitor could not describe his goods as
what they are.”"Surgicenters, 601 F.2d at 1017 (quotation marks
omitted). 7 A major advantage that AOL would get from trademark
protection of ADVERTISING.COM is to foreclose competitors from
using a vast array of simple, easy to remember domain names and
designations [**18] that describe the services provided. The effect is
similar to that which would result if trademark law embraced the
obviously generic ADVERTISING COMPANY as a protectable mark


https://www.lexis.com/research/buttonTFLink?_m=c65819389fd4ebb45f2301b69091c9d9&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b616%20F.3d%20974%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=70&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b601%20F.2d%201011%2c%201017%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLzVzk-zSkAW&_md5=1371c74a3ab01f4bda578939be666d6d
https://www.lexis.com/research/retrieve?_m=011b7c12680a1367059865b747e7f184&csvc=le&cform=&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLzVzk-zSkAW&_md5=e36a4bf145f22b81c3509eebc1efe86d#fnote8

INDNN 231920 DNINTNRN ,0°0)09D OVYH

because it 'ha[d] become identified with a first wuser.""
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""Steelbuilding stands out as the one recent case where two generic
words combined into a compound, coupled with a TLD
indicator, almost created a descriptive mark. The failed marks
in1800Mattress and Advertise were generic single words that failed to
create a distinctive mark when joined with a TLD. While it is difficult
to say that a standard for the descriptiveness of domain names as
trademarks has emerged in the federal courts, several factors seem to
increase the likelihood that a court will categorize a domain name as

descriptive.

First, melding two generic words into a compound word creates the
possibility of new meaning that could distinctly identify the company
behind the goods or services provided, thereby satisfying the **"Who are
you?' test. Steelbuilding linked an adjective with a noun to create a
composite verb, such that the Federal Circuit looked not only at the
possibility of selling steel buildings, but alternatively, the actual
construction of steel buildings in an online environment. The two
words potentially functioned as a verb, thereby moving the mark from

purely generic into possibly descriptive.

Second, where a possible double entendre exists, it is much less likely
that the mark will be termed generic, and this likelihood decreases
further when two generic words are spliced together. The mark
in Steelbuilding could have been viewed as an adjective and noun or
one compound verb, depending on how the words were interpreted. It is

much more difficult for this kind of layered meaning to emerge from a



INDNN 231920 DNINTNRN ,0°0)09D OVYH

single word like ""mattress' or "advertising,” which largely remain

confined to one part of speech."

Luke M. Rona, WHO ARE YOU? DIFFICULTIES IN OBTAINING
TRADEMARK PROTECTION FOR DOMAIN NAMES, 8 Wash. J.L.
Tech. & Arts 61, 75.
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""an arrangement for a person or group (such as a singer or band) to
perform at a particular place; an arrangement to have something (such
as a room) held for your use at a later time; soccer : the act of officially
recording the name of a player who has broken the rules in a game; he
act of one that books; an engagement or scheduled performance;

reservation."
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