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""Genuine use means actual use of the mark by the proprietor
or a third party with authority to use the mark."
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"In essence, use of a mark on a website will only constitute use
in a particular territory if the website is specifically aimed at
and used by consumers in that territory. Also known as
“targeting”’.

Stichting BDO & Ors v BDO Unibank, Inc & Ors [2013] EWHC 418 (Ch) y»wya
: NUI TPAYVIRN NPIDIN NN 1IPID ,DININ DTN NN TININ VWM AN, 103 PYD

"The Court held at [69]-[75] that it was not sufficient for this
purpose that a website was accessible in Member States other than
that in which the trader concerned was established: "'the trader
must have manifested its intention to establish commercial
relations with consumers from one or more other Member
States, including that of the consumer's domicile™. It went on
at [80]-[81] to say that relevant evidence on the point would be "all
clear expressions of the intention to solicit the custom of that state's
customers”. Such a clear expression could include actual mention
of the fact that it is offering its services or goods "in one or more
Member States designated by name" or payments to “the operator
of a search engine in order to facilitate access to the trader's site by
consumers domiciled in various member states".

Abanka DD v Abanca y»ya "onNn PIN pooa N1avN targeting N nwT

N7 Corporacio’n Bancaria SA [2017] EWHC 2428 (Ch), [2018] Bus LR 612,
PNVIVA ONIINN DNPY PDOPR JPIND NNAY PIX VITVIND INNI VIV 7D
:TVIV NN 7YY AWN 12 TIY TN DY NION

"*103. Put colloquially, a proprietor should be treated as having
used a mark in the UK if it has, itself ‘pushed’ its business and

.16

.17

.18

.19



9NH0N2N DY DIXYN , 0203090 OYH

mark into the UK, not if it has been ‘pulled’ into the UK by
(for example) its customers abroad, even though they may be
based in the UK. That is the upshot of the case law on
‘direction’ or ‘targeting’ of a website to the UK cited above
(see the summary of CJEU case law in the Stichting BDO case
[2013] F.S.R. 35). Quite what constitutes enough push of goods,
services or advertising for them to the UK is not always easy to
determine, especially in cases where a proprietor may be, in
effect, a ‘pulled-pusher’ in that, without having taken any
active steps to develop the market in the UK, it none the less
takes business from consumers based in the UK.”

Joined Cases C-585/08 yya ,CJEU n ,n91dX2 180 M PN D2 YW P10 Posa .20
and C-144/09 Pammer v Reederei Karl Schliter GmbH & Co. KG and Hotel

YHOY YTYNY 0Pw 19010 10y Alpenhof GesmbH v Heller [2010] ECR 1-12527
: TIINDN NITHA D2DIXY MM DNDN LITVIN INN DN NP2

"The following matters, the list of which is not exhaustive, are
capable of constituting evidence from which it may be concluded
that the trader's activity is directed to the Member State of the
consumer's domicile, namely the international nature of the
activity, mention of itineraries from other Member States for going
to the place where the trader is established, use of a language or a
currency other than the language or currency generally used in the
Member State in which the trader is established with the possibility
of making and confirming the reservation in that other language,
mention of telephone numbers with an international code, outlay
of expenditure on an internet referencing service in order to
facilitate access to the trader's site or that of its intermediary by
consumers domiciled in other Member States, use of a top-level
domain name other than that of the Member State in which the
trader is established, and mention of an international clientele
composed of customers domiciled in various Member States. It is
for the national courts to ascertain whether such evidence exists."”

19IND 29 DY WYY NINIDN NPTNI DX NN LITVIRN INN ONXN NYIAPN ¥D Yap) Ty .21
In Merck KGaA v Merck Sharp & Dohme .9nX2 12100 NX MM ©MYDNN 19980 1AW
:Corp, 20171 EWCA Civ 1834, [2018] E.T.M.R

169. Thirdly, the issue of targeting is to be considered objectively
from the perspective of average consumers in the UK. The
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question is whether those average consumers would consider that
the advertisement is targeted at them. Conversely, however,
evidence that a trader does in fact intend to target consumers in the
UK may be relevant in assessing whether its

PON HY2 HY NOXDOVPMIIDN IMND MDYN NN TPIINA NPID NNTIV NN NONRY
N2WN MDVPMAIRD NIRIIND RIN YIIINN OIN 2D YAPI NF PAIYL . NNNDN N TN DY
DMIN OND NP YOOI MIYY MDLPMNION ITIND OIIN ,)PDN HYa DY PIIDWIN

Argos Ltd v Argos Systems Inc [2017] EWHC 231 (Ch) (15) mwin nxsn
.181 npvos ,(February 2017)

TINT NN NM ,OWRN NYNYY 171202 NP (targeting) Tipdann nesaT 0 PISN
D271 16-134 PYD PYIPA 1INNI NT PIYY .JDPD NI9ND VITVIN INNI YDA VIOV
: DONaN

""The mere fact that websites can be accessed anywhere in the
world does not mean that, for trade mark purposes, the law
should regard them as being used everywhere in the world. It
all depends upon the circumstances, particularly the intention
of the website owner and what the reader will understand if
they access the site. "
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PYD YD - VIV NTINY DINN NYOIIT PN D PTN YA 12002 vIIWn NTNY oNda .26
:12-050

""Use of the mark need not always be quantitatively significant
for it to be deemed genuine. There is no de minimis rule. Even
minimal use may qualify as genuine use if it is the sort of use
that is appropriate in the economic sector concerned for
preserving or creating market share for the relevant goods or
services™

DNNNA XINM,)DP0N 21022 NX YNNY T TR NUMIY IMIONDN YIDY NN VINWNIY DD .27
VIDOVI 12 NINID WY, MPYUN IR XN IMANNDY YOIMYIN MINDNH OINNI DIPNRd

WALTON [2018] EWHC 1608 (Ch); [2018] R.P.C. 19 v o 1 .paon
INTERNATIONAL LTD v VERWEIJ FASHION BV, [2018] EWHC 1608 (Ch); [2018]
:117 npoo R.P.C. 19

""As the court stated in Sunrider at [77], “courts ruling in two
different cases may assess differently the genuine nature of the
use alleged before them, even when instances of that use have
generated comparable sales volumes”. The court has
repeatedly made it clear that the assessment is a multi-factorial
one, in which the quantity of the goods sold is only one factor.
Thus, as has often been pointed out, it depends on (among
other things) the nature of the goods: sale of a small quantity
of goods is more likely to qualify as genuine use where the
goods are passenger airliners than where the goods are

potatoes."
04990 YN Y950 1
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